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1 . In view of the Appeal Bried filed on 2/20/07, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

Response to Arguments 

2. Applicant's arguments, with respect to the rejection(s) of claim(s) 1, 2, 7-9, 12 and 13 
under 35 USC 102(b) have been fully considered and are persuasive. Therefore, the rejection 
has been withdrawn. However, upon further consideration, a new ground(s) of rejection is made 
in view of Tarr et al, US 5,184,179. Applicant argues Tarr fails to teach "reporting information 
related to the service contract electronically and automatically to the user" as recited in claim 1. 
Examiner has asserted that since Tarr teaches a user receiving diagnostic signals (column 3, lines 
24-29) and a billing operator receiving the contract information (column 6, lines 18-23) that it 
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would have been obvious to transmit the contract information to the user in addition to the billing 
operator. This transmission of information to the user does not change the functionality of the 
system. Rejections have been modified below. 

With respect to Applicants second group of arguments directed to the wireless 
notification, Applicant has attempted to challenge the Examiner's taking of Official Notice. 
There are minimum requirements for a challenge to Official Notice: 

(a) In general, a challenge, to be proper, must contain adequate information or 
arguments so that on its face it creates a reasonable doubt regarding the circumstances justifying 
the Official Notice 

(b) Applicants must seasonably traverse (challenge) the taking of Official Notice as 
soon as practicable, meaning the next response following an Office Action. If an applicant fails 
to seasonably traverse the Official Notice during examination, his right to challenge the Official 
Notice is waived. 

Applicant has not provided adequate information or arguments so that on its face it 
creates a reasonable doubt regarding the circumstances justifying the Official Notice. Therefore, 
the presentation of a reference to substantiate the Official Notice is not deemed necessary. The 
Examiner's taking of Official Notice has been maintained. 

Bald statements such as, "the Examiner has not provided proof that this element is well 
known" or "applicant disagrees with the Examiner's taking of Official Notice and hereby 
requests evidence in support thereof, are not adequate and do not shift the burden to the 
Examiner to provide evidence in support of the Official Notice. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the. basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-14, 17-24, 26 and 28 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tarr et al, US 5,184,179. 

Claims 3-6, 10, 1 1, 14, 17-24, 26 and 28 are 

As per claim 1, Tarr et al teaches providing data capture device proximate to a business 
machine, the business machine comprising a selection from the group consisting of a copier, a 
printer, a fax machine, a scanner, and any combination thereof (column 3, lines 24-29 - 
photocopier monitoring system that monitors the diagnostic signals, and upon detection of a 
diagnostic signal, translates the signal into a signal usable by an off site end user to determine the 
condition of the photocopier); automatically determining a threshold event associated with the 
service contract, the threshold event comprising a selection from the group consisting of a usage 
count for the business machine, a detected error in the business machine, a predetermined time 
period, and any combination thereof (column 3, lines 35-45 - count signal is monitored to 
determine a total count based on the number of counts detected during a predetermined interval); 
programming the threshold event into the data capture device, wherein the data capture device 
monitors the business machine to log an occurrence of the threshold event (column 3, lines 35-45 
- count signal is monitored to determine a total count based on the number of counts detected 
during a predetermined interval; column 5, lines 14-30); and receiving notification from the data 
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capture device that the threshold event was logged by the data capture device, wherein the 
logging of the threshold event triggers the notification (column 5, lines 14-30 - the billing 
computer automatically receives the necessary information to produce bills at a predetermined 
time interval); but does not explicitly teach reporting information related to the service contract 
electronically and automatically to the user based, at least in part, upon the receiving step. 
Official notice is taken that it would have been obvious to one of ordinary skill in the art at the 
time of the invention to report contract information to the user since Tarr et al teaches reporting 
the contract information to a billing operator. Nothing precludes the billing operator from being 
a "user" and by sending this information to a user, it does not change the functionality of the 
system. Transmitting the contract information to the user keeps them up to date as to the status 
of the operational agreement. 

As per claim 2, Tarr et al teaches a step of receiving a service call by a technician 
automatically generated from user input (column 8, lines 20-24 - upon receipt of the diagnostic 
signal the central station dispatches a service person). 

As per claim 3, Tarr et al teaches a step of notifying a technician of a service call for the 
business machine (column 8, lines 20-24 - upon receipt of the diagnostic signal the central 
station dispatches a service person), but does not explicitly teach the notification being 
performed wirelessly. It was notoriously well known at the time of the instant invention to 
perform communication wirelessly. It would have been obvious to modify Tarr et al with 
wireless communication as a way to communicate with technicians more easily, especially if the 
technicians were already in route. This would have ensured technicians would be notified of 
service calls quickly and more efficiently. 
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As per claim 4, Tarr et al teaches contacting the user by the technician based upon the 
notifying step (column 8, lines 20-24 - upon receipt of the diagnostic signal the central station 
dispatches a service person to travel to the site of the problem), but does not explicitly teach the 
notification being performed wirelessly. It was notoriously well known at the time of the instant 
invention to perform communication wirelessly. It would have been obvious to modify Tarr et al 
with wireless communication as a way to communicate with technicians more easily, especially 
if the technicians were already in route. This would have ensured technicians would be notified 
of service calls quickly and more efficiently. 

As per claim 5, Tarr et al teaches receiving service contract information from user 
(column 6, lines 20-23 - the billing operator is notified when service contract termination 
occurs), and teaches the computer control causes a modem to transmit signals to a billing 
computer (column 3, lines 56-58), but does not explicitly teach the receiving of information is by 
way of a web interface for an operations center. It was notoriously well known at the time of the 
instant invention to communication information over the Internet utilizing a web interface. It 
would have been obvious to one of ordinary skill in the art to modify Tarr et al to include a web 
interface for communication. This would have made the communication process quicker and 
more efficient. 

As per claim 6, Tarr et al teaches monitoring contract termination intervals and 
automatically providing the appropriate service requirement in response (column 3, lines 40-47), 
but does not explicitly teach determining if automatic contract renewals are authorized, and 
automatically renewing the service contract if authorized. Since Tarr et al monitors usage levels 
and contract termination intervals, it would have been obvious to one of ordinary skill in the art 
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to modify Tarr et al to include automatic renewal of the contract. By including automatic 
renewal of contracts, the service or billing personnel could ensure service would be provided to 
those who may have let their contract expire. In other words, the automatic contract renewal 
incorporated into Tarr et al would ensure appropriate service is provided to customers. 

As per claim 7, Tarr et al teaches programming the threshold event into the data capture 
device from a point remote to the data capture device (column 5, lines 8-23 - the clock is set for 
sending a signal at a predetermined time interval). 

As per claim 8, Tarr et al teaches the determining step is performed at a point remote to 
the data capture device (column 5, lines 40-44 - transfers the count information by modem to the 
billing computer). 

As per claim 9, Tarr et al teaches the data capture device includes a mechanism for 
placing a service request when manually activated (column 8, lines 20-24 - the central station 
dispatches a service person). 

As per claim 10, Tarr et al teaches the information is sent using a modem (column 5, 
lines 20-23), but does not explicitly teach the data capture device comprises a wireless 
transceiver. However, it would have been obvious at the time of the invention to include 
wireless transmission of the count data as a way to more efficiently receive and process 
information for billing purposes. 

As per claim ll,Tarr et al teaches monitoring contract termination intervals and 
automatically providing the appropriate service requirement in response (column 3, lines 40-47), 
but does not explicitly teach the threshold event is one of the following: a first percentage of a 
contract period; and a second percentage of a contract period. However, it would have been 
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obvious to one of ordinary skill in the art to modify Tarr et al to monitor the contract period. By 
modifying Tarr et al to include monitoring the contract period, setting alerts at points along the 
contract length, the service personnel would be aware of the status of the customer and could 
make appropriate offerings to the customer. For instance, if the service personnel is notified that 
a contract is 90% complete, the service personnel could offer a renewal as an early warning, and 
then when the contract is up (100% complete), the service personnel could again offer the 
renewal to ensure there are no lapses in the contract agreement. 

As per claim 12, Tarr et al teaches querying the data capture device for information 
(column 5, lines 43-59 - as count information comes into the billing computer, a comparison is 
made between incoming identification information with stored identification information). 

As per claim 13, Tarr et al teaches remotely monitoring usage of supplies; and notifying 
the user when ordering of supplies is predicted to be warranted (column 5, lines 60-68 - by 
knowing the number of copies made, a monthly total of consumed goods may be calculated - 
this allows the central station to maintain a consumable goods inventory - the central station then 
arranges for replenishment). 

Tarr et al teaches the system of claim 14 as applied to claim 1 above, but does not 
explicitly teach the receiving of information is by way of a web interface for an operations 
center. It was notoriously well known at the time of the instant invention to communication 
information over the Internet utilizing a web interface. It would have been obvious to one of 
ordinary skill in the art to modify Tarr et al to include a web interface for communication. This 
would have made the communication process quicker and more efficient. 
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As per claim 17, Tarr et al teaches a plurality of service technicians are assigned to the 
plurality of business machines (column 8, lines 20-55 - each service technician is dispatched to 
the business machine site). 

As per claim 18, Tarr et al teaches each of the plurality of data capture device is integral 
to its associated business machine (column 3, lines 12-49 - the copier has a counter that displays 
a count value corresponding to the number of sheets of paper processed by the machine). 

As per claim 19, Tarr et al teaches a plurality of service terminals that receive service 
calls for the plurality of business machines (column 8, lines 20-24 - upon receipt of the 
diagnostic signal the central station dispatches a service person to travel to the site of the 
problem), but does not explicitly teach the notification being performed wirelessly. It was 
notoriously well known at the time of the instant invention to perform communication wirelessly. 
It would have been obvious to modify Tarr et al with wireless communication as a way to 
communicate with technicians more easily, especially if the technicians were already in route. 
This would have ensured technicians would be notified of service calls quickly and more 
efficiently. 

As per claim 20, teaches at least one of the plurality of data capture devices comprises a 
mechanism for requesting a service call (column 8, lines 20-24 - upon receipt of the diagnostic 
signal the central station dispatches a service person to travel to the site of the problem), but does 
not explicitly teach the request being performed wirelessly. It was notoriously well known at the 
time of the instant invention to perform communication wirelessly. It would have been obvious 
to modify Tarr et al with wireless communication as a way to communicate with technicians 
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more easily, especially if the technicians were already in route. This would have ensured 
technicians would be notified of service calls quickly and more efficiently. 

As per claim 21, Tarr et al teaches at least one transceiver is coupled to a data center 
transceiver wherein the data is transferred to the operations center using a modem (column 3, 
lines 50-58), but does not explicitly teach the wireless data center transceiver is coupled to a 
wide area network, and the wide area network is coupled to the operations center. However, it 
would have been obvious to one of ordinary skill in the art the time of the invention to 
incorporate wireless communication of a wide area network. It would have been obvious to 
modify Tarr et al with wireless communication over a wide area network as a way to 
communicate with technicians more easily, especially if the technicians were already in route. 
This would have ensured technicians would be notified of service calls quickly and more 
efficiently. 

As per claim 22, Tarr et al teaches providing data capture device proximate to a business 
machine, the business machine comprising a selection from the group consisting of a copier, a 
printer, a fax machine, a scanner, and any combination thereof (column 3, lines 24-29 - 
photocopier monitoring system that monitors the diagnostic signals, and upon detection of a 
diagnostic signal, translates the signal into a signal usable by an off site end user to determine the 
condition of the photocopier); automatically determining a threshold event associated with the 
service contract, the threshold event comprising a selection from the group consisting of a usage 
count for the business machine, a detected error in the business machine, a predetermined time 
period, and any combination thereof (column 3, lines 35-45 - count signal is monitored to 
determine a total count based on the number of counts detected during a predetermined interval); 
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programming the threshold event into the data capture device, wherein the data capture device 
monitors the business machine to log an occurrence of the threshold event (column 3, lines 35-45 
- count signal is monitored to determine a total count based on the number of counts detected 
during a predetermined interval; column 5, lines 14-30); receiving notification from the data 
capture device that the threshold event was logged by the data capture device, wherein the 
logging of the threshold event triggers the notification (column 5, lines 14-30 - the billing 
computer automatically receives the necessary information to produce bills at a predetermined 
time interval); notifying a technician to service the business machine, wherein the notifying 
occurs automatically in response to the notification from the capture device (column 8, lines 20- 
24 - upon receipt of the diagnostic signal the central station dispatches a service person), but 
does not explicitly teach the notification being performed wirelessly. It was notoriously well 
known at the time of the instant invention to perform communication wirelessly. It would have 
been obvious to modify Tarr et al with wireless communication as a way to communicate with 
technicians more easily, especially if the technicians were already in route. This would have 
ensured technicians would be notified of service calls quickly and more efficiently. 

As per claim 23, Tarr et al teaches reporting information related to the service contract 
electronically and automatically to the user based, at least in part, upon the receiving step 
(column 3, lines 35-45 - count signal is monitored to determine a total count based on the 
number of counts detected during a predetermined interval). 

As per claim 24, Tarr et al teaches the threshold event is a malfunction in the business 
machine (column 7, lines 4-16 - diagnostic signal is sent if there is system failure). 
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As per claim 26, Tarr et al teaches receiving service contract information from user 
(column 6, lines 20-23 - the billing operator is notified when service contract termination 
occurs), and teaches the computer control causes a modem to transmit signals to a billing 
computer (column 3, lines 56-58), but does not explicitly teach the receiving of information is by 
way of a web interface for an operations center. It was notoriously well known at the time of the 
instant invention to communication information over the Internet utilizing a web interface. It 
would have been obvious to one of ordinary skill in the art to modify Tarr et al to include a web 
interface for communication. This would have made the communication process quicker and 
more efficient. 

As per claim 28, teaches each capture device is coupled to an associated business 
machine, each associated business machine comprising a selection from the group consisting of a 
copier, a printer, a fax machine, a scanner, and any combination thereof column 3, lines 24-29 - 
photocopier monitoring system that monitors the diagnostic signals, and upon detection of a 
diagnostic signal, translates the signal into a signal usable by an off site end user to determine the 
condition of the photocopier), each data capture device is configured to monitor is associated 
business machine and to log monitored events (column 3, lines 35-45 - count signal is monitored 
to determine a total count based on the number of counts detected during a predetermined 
interval; column 5, lines 14-30); and operations center in two-way communication with each of 
the plurality of data capture devices, wherein the operations center is configured to: determine a 
threshold which triggers a service to be performed by a technician pursuant to a service contract, 
the threshold comprising a selection from the group consisting of a usage count for the business 
machine, a predetermined time period, and any combination thereof (column 3, lines 35-45 - 
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count signal is monitored to determine a total count based on the number of counts detected 
during a predetermined interval); communicates that threshold to one of the plurality of data 
capture devices (column 5, lines 14-30 - the billing computer automatically receives the 
necessary information to produce bills at a predetermined time interval); receive notification 
from the one data capture device that the threshold was logged by the one data capture device, 
triggering the notification (column 5, lines 14-30 - the billing computer automatically receives 
the necessary information to produce bills at a predetermined time interval); and notify the 
technician to service the associated business machine, wherein the wireless notifying occurs 
automatically in response to the notification from the data capture device (column 8, lines 20-24 
- upon receipt of the diagnostic signal the central station dispatches a service person); and 
remote interaction with the service contract wherein users modify the threshold (column 5, lines 
1-22 - clock can be set for monthly intervals, etc., wherein the usage count is determined), but 
does not explicitly teach wireless communication or a web interface remote to the operations 
center. However, it was notoriously well known at the time of the instant invention to perform 
communication wirelessly. It would have been obvious to modify Tarr et al with wireless 
communication as a way to communicate with technicians more easily, especially if the 
technicians were already in route. This would have ensured technicians would be notified of 
service calls quickly and more efficiently. In addition, it was notoriously well known at the time 
of the instant invention to communication information over the Internet utilizing a web interface. 
It would have been obvious to one of ordinary skill in the art to modify Tarr et al to include a 
web interface for communication. This would have made the communication process quicker 
and more efficient. 
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Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US 6,351,621 - Richards et al - wireless interaction with memory associated with a 
replaceable module for office equipment 

US 6,532,351 - Richards et al - wireless interaction with memory associated with a 
replaceable module for office equipment 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johnna R. Loftis whose telephone number is 571-272-6736. The 
examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 571-272-6729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (RBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1000. • 
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